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This application has been examined ^jp Responsive to communication filed on j This action is made 



final. 



A shortBnod statutory period for response to this action is set to expire . 



, monlh(s), 



Failure to respond within the period for response wQI cause the application to become abandoned. 35 U.S.C. 133 
Part I THE FOLLOWING ATTACHM ENT(S) ARE PART OF THIS ACTION: 



. days from the date of this tetter. 



1. [2 Notice of References Cited by Examiner, PT0492. 

3. □ Notice of Art Cited by Applicant, PT01449. 

5. n Information on How to Effect Drawing Changes, PTO-1474. 

» ^ *' 

Part II SUMMARY OF ACTION 

1. IJ2 Claims, 



2. [Zl Notice re Patent Drawing, PTO-&48. 

4. CD Notice of Informal PatBnt Application, Form FTO-152 

e. □ : - 



. are pending in the application. 



Of the above, claims 



2. □ Claims 

3. □ Claims • 

4. B Claims O^^C hO 

Claims 

a. I I Claims \ . ; are subject to restriction or election requirement 

7. Q This application has been filed with informal drawings under 37 C.F.R. 1.65 which are acceptable for examination purposes. 



. are withdrawn from consideration. 

have been cancelled. 

are allowed. Y 

are rejected. 

are objected to. 



fl. O Formal drawings are required in response to this Office action. 
The corrected or substitute drawings have been received on 



Under 37 C.F.R. 1.84 these drawings 



are <□ acceptable; □ not acceptable (see explanation or Notice re Patent Drawing, PTO-948). 

10. 0 The proposed addtionaJ or substitute sheets) of drawings, fiied on . has (have) been □ approved by the 

examiner; □ disapproved by the examiner (see explanation). 



has been □ approved; Q disapproved (see explanation). 



11. D The proposed drawing correction, filed 

12. 0 Acfcrwwtedgement is made of the daim for priority under U.S.C. 1 10. The certified copy has □ been received □ not been received 
□ been filed in parent application, serial no. ; fited on . . 

13. Q Since this a pp licati on epppaars to be in condition for alowance except for formal matters, prosecution as to the merits is closed in 
. . accordance with the practice under Ex parte Ouayfe. 1935 CD. 11;45SO.Q. 213. 

14, □ Other 



EXAMINER'S ACTION 

PTOL-32S (Rw.e-BS) 
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Claims 1-4. 10, 12, 17-18, 22, 26, 28, 33-35 and 40 are 
rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-9 of 
U.S. Patent No. 4,980,370. Although the conflicting claims are 
not identical, they are not patentably distinct from each other 
because the claims of the U.S. patent 4,980,370 encompass the 
instant compounds wherein R2 is C3-C8 cycloalkyl or C6 

cycloalkenyl group. 

The obviousness-tvpe double patenting rejection, is a 
judicially established doctrine based upon public policy and is 
primarilv" intended to prevent prolongation of the patent term by 
prohibiting claims in a second patent not patentably distinct 
£:„....., rla ^, ^ n n fir-gt patent In re Voael, 164 USPQ 619 (CCPA 
1970). A timelv filed terminal disclaimer in compliance with J/ 
C F R § 1.321(b) would overcome an actual or ..provisional 
rejection on this ground provided the conflicting application or 
patent is shown to be com m only owned with this applica t ion. See 
"37 C . F . R * § TlT7~8Td )~ ~ 



The following is a quotation of the first paragraph of 35 



U.S.C. § 112 



The specification shall contain a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to 
enable anv person skilled in the art to which it pertains, 
or with which it is most nearlv connected, to make and use 
the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

The specification is objected to under 35 U.S.C. J5 112. 
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first paragraph, as failing to provide assurance of permanent 

availability of the culture to the public through a depository. 

Such assurance may be in the form of averment or by declaration 

under oath by the applicant to this effect. 

It appears that the practice of this invention requires the 

use of a microorganism belonging to streptomyces avermitiles. 

While it is noted that a deposit has been made with the National 

Collection of Industrial Bacteria, there is no assurance that al 
restriction on the availability of this strain will be revoked 
upon the ussuance of a U.S. patent based on this application. 
Such assurance, in the form of a statement under oath, 
declaration, or averment may be used to overcome this rejection. 

See MPEP 608.01 (P) . 

Claims 1-35 and 40 are rejected under 35 U.S.C. § 112, first 
paragraph, for the reasons set forth in the objection to the 
specification. 

The terminal Disclaimer submitted by applicants has been 
entered. Applicant's remarks submitted in the Amendment filed 
December 14, 1990 have been considered but have not beer, found 
persuasive insofar as the above rejections relate to the claims. 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Elli 
Peselev whose telephone number is (703) 308-3975. 

Anv inquirv of a qeneral nature or relating to the status 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-0196. 



Peselev/tf 
February 24,1991 
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